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U
NDER CURRENT U.S. law, designers 
looking to keep their designs ahead of the 
curve have a tough seam to sew. Advances 

in textile and garment production as well as the 
pervasiveness of the Internet, on-demand video 
sharing Web sites, and the availability of cheap 
labor in emerging economies enable quick and 
inexpensive copying of fashion designs.1 The 
volume and speed of knockoffs hitting the market 
make it exceedingly difficult, expensive and nearly 
futile for designers to combat design piracy under 
current U.S. law.2 

This is not a minor issue. A great deal of 
money is at stake. The U.S. fashion industry 
currently generates roughly $180 billion in sales 
annually, $47 billion of which is attributable 
to the New York fashion industry.3

Attempting to combat pervasive fashion-design 
piracy, Senator Charles Schumer (D-N.Y.), among 
others, introduced the Design Piracy Prohibition 
Act (DPPA), which would amend the Copyright 
Act of 1976, to the Senate on Aug. 2, 2007.4 A 
nearly identical bill was introduced in the House 
of Representatives on March 30, 2006.5 

The introduction of the DPPA has stirred up 
much debate over whether design piracy is good 
or bad for the fashion industry.6 Proponents argue 
that new technology threatens U.S. designers’ 
ability to compete with lower-cost countries 
because the distribution of new design images 

and the automation of copying 
and manufacturing may occur 
within hours of the original 
publication of a design.7 They 
also point out that the United 
States is the exception among 
western nations in not protecting 
designs.8 

Critics argue that design 
copying makes the industry 
thrive and encourages innovation 
through the “accepted practice” 
of “paying homage” to others’ 
designs, and that prohibiting 
such “inspired” designs would 
stifle, not promote, innovation.9 
They further believe that fashion-
design originality is too ethereal 
for copyright law to distinguish 
protected elements from non-
protected elements.10 

Regardless of which side of the 
swatch you find yourself on in this debate, it is 
indisputable that current U.S. law provides little 
protection for fashion designs, and the DPPA, if 
enacted, is likely to significantly impact fashion 
throughout the world. 

Current Protection Very Limited

Current U.S. design protection does not afford 
real world protection against copying of fashion 
designs.

Technically, designers may receive some 
level of protection under copyright, trademark 
and patent laws. But these protections are very 
limited, and none explicitly provides protection 
against the copying of fashion designs.11 Neither 
do these laws provide any real-world protection 

against such copying.
For example, under U.S. copyright law, there 

is protection for fabric designs (those sketches 
and patterns or images imprinted or stitched on 
fabric).12 But this protection extends only to 
non-functional articles or, if functional, only if 
the incorporated expression (i.e., the design) is 
separable from the utilitarian aspects of the article 
(i.e., the expression “can be identified separately 
from, and [is] capable of existing independently 
of” the article).13 It does not typically extend to 
designs, such as the style, cut, shape, or dimensions 
of an article of clothing. 

Trade dress protection, which is a type 
of trademark protection covering certain 
characteristics and packaging of products,14 is 
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equally limited, and more difficult to obtain 
than standard trademark protection. Indeed, for 
a designer to receive trade dress protection, the 
design must have acquired “secondary meaning”—
the ability to convey the source of the product.15 
And like copyright protection, a design is not 
protected as trade dress if it is functional.16 

Finally, fashion designs may be protected 
under U.S. design patent law. But there are two 
significant limitations preventing this from being 
a realistic form of fashion-design protection. First, 
seeking a patent is a very time-intensive process. 
Indeed, it may take two or more years to obtain 
a patent; thus, by the time a design patent is 
obtained that design is already “so last year.”17 
Second, even without the timing limitations, 
obtaining a design patent is difficult.

The design must be new (novel), original (non-
obvious), and ornamental (non-functional).18 A 
design will not qualify as “new” if the “ordinary 
observer” (i.e., a corporate buyer)19 would 
consider the design to be a mere modification 
of previous designs, which many designs, despite 
their proclaimed “originality,” are deemed.20 

The “non-obvious” requirement is equally 
formidable.21 It is determined from the perspective 
of a designer of ordinary skill in the relevant 
fashion niche.22 To satisfy this requirement, the 
would-be-patented design as a whole (versus the 
individual details of the design),23 must not be so 
close to existing designs that it would have been 
obvious to an “ordinary designer” to create the 
same design. Significantly, obviousness may be 
based on a single prior design or the combination 
of two or more prior designs.24 Thus, practically 
speaking, patent protection is very difficult to 
obtain for most designs. Considering the need 
for constant innovation in the fashion industry, 
patent protection is not a realistic form of 
protection. 

Terms of the Proposed DPPA

Although the issue of federal design protection 
is not new in the United States, none of the 
bills previously considered by Congress included 
a component specifically protecting fashion 
designs.25 

The DPPA, technically under the auspices of 
the Copyright Act, would be the first. It would 
be a sui generis form of protection, which would, 
among other things, amend the Vessel Hull Design 
Protection Act26 (VHDPA) to include “an article 
of apparel”27 as a “useful article,”28 the design of 
which would be protectable. 

The Act defines “apparel” as encompassing 
men’s, women’s and children’s clothing, 
including undergarments, outerwear, gloves, 
footwear, headgear, handbags, purses, tote 
bags, belts and eyeglass frames.29 A design is 

considered “original” if it has not been copied, 
and is the result of a designer’s creation of a non-
trivially “distinguishable variation over prior” 
designs.30 “Fashion design” is defined as “the 
appearance as a whole of an article of apparel, 
including ornamentation.”31 The inclusion of 
its “ornamentation” within the scope of fashion 
design32 will likely become a focal point for 
accused copiers to attempt to differentiate their 
designs to avoid infringement. 

The DPPA offers protection to copyrightable 
designs for a term of three years.33 This is 
significantly less than the term for other 
copyrightable works, which is for the life of 
the author, plus an additional 70 years after the 
author’s death34—but is still deemed by many 
critics as excessive, considering the need for 
rapidly changing trends to maintain a healthy 
fashion industry. And unlike most other 
protectable works, registration is mandatory 
for a design to be protected, and must be done 
within three months of the design’s being “made 

public”—when it is first offered for individual 
or public sale, or publicly exhibited, such as at 
a fashion show.35

Upon registration, the copyright holder will 
have the exclusive right to “make, have made, 
or import…any useful article embodying that 
design” and “sell or distribute…any useful article 
embodying that design.”36 The copyright holder 
would have the right to prevent others from 
infringing on those rights and to seek remedies for 
such infringement, including statutory damages 
up to $250,000, or alternatively, the infringer’s 
profits.37 The infringing apparel may also be seized 
and destroyed.38 

Although registering a design will be fairly 
effortless, enforcing one’s rights under the Act 
will likely prove to be more difficult. 

How Difficult Would Enforcement Be?

The DPPA, as proposed by the House, defines 
an infringing article as “any article, the design 
of which, has [without authorization,] been 
copied from a design protected” under the 

DPPA, “or from an image thereof,” unless the 
accused article is “original and not substantially 
similar” in appearance to a protected design.39 
The “substantial similarity” standard is the same 
standard dictated by the Copyright Act. 

As proposed by the Senate, an accused article 
would not infringe if it is not “closely and substantially 
similar” in appearance to a protected design.40 The 
inclusion of the “closely and” language arguably creates 
a more stringent standard than the “substantially 
similar” standard.41 But either will place a heightened 
burden on a would-be plaintiff. 

Indeed, under current copyright law, a 
substantial similarity analysis involves first 
focusing on the extrinsic similarity of ideas and 
expression (i.e., the objective similarity of the 
details in the works), then second on whether 
an “‘ordinary, reasonable person would find the 
total concept and feel’” of the two works to be 
substantially similar.42 Under the VHDPA, the 
Act to be amended by the DPPA, “substantial 
similarity” has been interpreted to require 
the accused product to be nearly identical to 
the protected design.43 Accordingly, points of 
differentiation between protected designs and 
those being accused of infringement will surely 
be a main focus in any infringement analysis and 
determination. 

Another such focus likely will revolve around 
the “reasonable grounds to know” language, 
included in both the House and Senate versions of 
the proposed Act. This language would basically 
absolve an alleged infringer of infringement, if it 
did not have “reasonable grounds to know that 
protection for the design is claimed.”44 The DPPA 
provides no guidance as to what would constitute 
“reasonable grounds to know,” but it would 
behoove any designer intending to register its 
designs to file for protection and mark its designs 
prior to first making them public. 

If the DPPA is ever enacted, designers and 
apparel companies would be wise to craft 
comprehensive policies that take advantage of 
its benefits as well as take stock of its limitations. 
This is true of both “original” design companies 
and those that traditionally sell “inspired” apparel. 
Failure to do so may effectively blunt the ability 
not only to enforce one’s rights under the DPPA, 
but also result in becoming mired in infringement 
suits. 

In crafting such policies, designers should focus 
not just on policing, but on timely registration, 
effective marking (for notice purposes), practices 
limiting competitors from producing knockoffs 
while avoiding the substantial similarity standard 
with points of differentiation, and standards for 
determining if a cause of action exists under 
the DPPA. “Inspired” designers should focus 
their policies on required minimum points of 
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differentiation to avoid infringement, while 
maintaining their business models. 

Conclusion

The purpose of IP protection in the United 
States ultimately is to stimulate innovation.45 
Ideally that is achieved through maintaining 
financial incentives to innovate.46 

Critics have expressed concern that protection 
under the Act will be too strong and cause 
excessive litigation.47 Proponents claim that the 
Act does not go far enough. 

Who may be right or wrong is (and promises 
to remain) the focus of great debate. Regardless, 
one thing is certain: Some level of protection for 
fashion designs is necessary in the quickly changing 
landscape of the fashion industry. Sure, rapid 
innovation is essential to its continued growth, 
but having no design protection significantly 
erodes a designer’s incentive to invest in such 
innovations, particularly if knockoff designs are 
hitting the market before any such investments 
can realistically be recouped. 

The DPPA may require future alterations, but 
it is at least an acknowledgment that protection is 
necessary to assure the success of the U.S. fashion 
industry’s ability to compete in a global market. 
If enacted, the key for designers will be to know 
what they may effectively protect under the Act 
and how to do it, while at the same time not 
running afoul of others’ designs under the Act. 
In other words, it will be important not to reap 
what another “sews.” 
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